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REMARKS 

The Office Action mailed November 10, 201 1 has been carefully considered. Within the 
Office Action Claims 1-10 have been rejected. Applicants have amended Claim 1. No claims 
have been cancelled. No claims have been newly added. Upon entry of this Amendment, 
Claims 1 - 10 are pending and under consideration. Reconsideration in view of the following 
remarks is respectfully requested. 

Amendments to the Claims 

Applicants amend Claim 1 to recite that the method is carried out by a system having a 
database, and that a range of numbers of the checks in an order is recorded in a record of the 
database. Support for this amendment is found in the specification. For example, support for 
the amendment is found at least at page 7, lines 1 1 - 20. Further, the invention is repeatedly 
described as a system and method throughout the specification. Applicants respectfully submit 
that no new matter is added by this amendment. 

Rejection under 35 U.S.C. S 101 

Claims 1 - 10 are rejected under 35 U.S.C. § 101 as allegedly directed to a non-statutory 
subject matter/class. Applicants respectfully traverse and submit that the claims as amended are 
directed to statutory subject matter. 

Claim 1 is amended to recite that the method is carried out by a system having a database, 
and that a range of numbers of the checks in an order is recorded in a record of the database. As 
amended, the method steps of Claims 1 - 10 are tied to a machine. The method expressly 
requires a system having a database, that certain records are recorded in the database, and the 
system implements certain of the claimed steps. As such, the machine imposes meaningful 
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limits on the scope of the method steps. Accordingly, Applicants respectfully submit that for at 
least this reason the claims, as amended, satisfy the "machine" test set forth in Bilski v. Kappos. 

Additionally, Claims 1 - 10 as amended, transform an article to a different state or thing. 
The articles in the claims undergo a transformation to a different state or thing in that the method 
requires, for example: receiving an order for a series of checks with an order for check fraud 
protection, recording in a record of a database a range of numbers of the checks in the order, 
receiving a notification, receiving a power of attorney, authorizing collection of an amount of 
money fraudulently obtain because of check fraud against a check within the range of numbers 
of checks, and reimbursing the consumer the amount of money fraudulently obtained. 

Applicants further submit that the claims, as amended, are not a mere statement of a 
concept. The claims describe a particular solution to a problem to be solved, the claims 
implement a method in a tangible way, and the performance of the method steps is observable 
and verifiable. For at least these reasons. Applicants request that this rejection be withdrawn. 

Rejection under 35 U.S.C. § 103 

Claims 1 - 3, 6 and 8 stand rejected under 35 U.S.C. § 103(a) as being allegedly 
impatentable over U.S. Patent Application Publication No. 2004/0010466 to Anderson 
(hereinafter ''AndersorC') in view of U.S. Patent Application Publication No. 2002/0032648 to 
Pine et al. (hereinafter ''Pine"). This rejection is respectfully traversed. 

Claims 4-5, 7, 9 and 10 stand rejected under 35 U.S.C. § 103(a) as being allegedly 
unpatentable over Anderson in view of Pine and further in view of "St. Louis Post-Dispatch 
Personal Finance Colunm", St. Louis Post-Dispatch, July 20, 1996 to Gallagher (hereinafter 
"Gallagher"). This rejection is respectfiilly traversed. 
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It is well established that "the Examiner bears the initial burden of factually supporting 
any prima facie conclusion of obviousness." MPEP § 2142. When determining whether a claim 
is obvious, an examiner must make "a searching comparison of the claimed invention - 
including all its limitations - with the teaching of the prior art." In re Ochiai, 71 F.3d 1565, 
1572 (Fed. Cir. 1995) (emphasis added). Thus, "[al U words in a claim must be considered in 
judging the patentability of that claim against the prior art." In re Wilson, 424 F.2d 1382, 1385, 
165 USPQ 494, 496 (CCPA 1970). 

Moreover, if an independent claim is nonobvious under 35 U.S.C. § 103, then any claim 
depending therefrom is nonobvious. Id. citing In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cur. 1988). 

Claim 1 as amended recites, in part: "receiving from the consumer a written power of 
attorney authorizing collection of an amount of money fraudulently obtained from the checking 
account because of the check fraud against the check within the range of numbers of the checks 
in the order,". The Examiner concedes that Anderson does not teach the "power of attorney" 
features of the present claims. However, the Examiner argues that it would have been obvious at 
the time of the present invention to add this feature in view of the teachings of Pine. Applicants 
respectfully disagree. 

Pine, for example, at paragraph [0002], discloses: ". . .obtains a limited power of attorney 
from that merchant enabling a responsible named party to act on behalf of the electronic 
merchant and contract for all of the services and software to allow the merchant the ability to 
accept and process credit cards for the purchases of the merchant's goods and/or services via 
the Internet" (emphasis added). That is. Pine does not teach or suggest that a power of attorney 
is used in association with a check fraud protection program. Indeed, Pine as a whole is 
concerned only with the ability to accept and process credit cards. 
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Pine does not link the power of attorney to a check fraud system. Rather, at paragraph 
[0003] Pine merely discloses the following: "There are many ways in which customers can pay 
for the goods and/or services that they desire, for example, cash, check or credit cards. In this 
specification, except where expressly stated below, the transactions described herein refer to 
credit card transactions" (emphasis added). The Examiner submits that it would have been 
obvious to modify Anderson in view of Pine to achieve the present invention, including the 
power of attorney feature, because such combination would enhance "the rate of electronic 
transactions which occur via the world wide web/internet." Applicants respectfully disagree, 
and submit that such a combination is not reasonably supported by the disclosure and teaching of 
Pine . 

Applicants note that paragraph [0004] of Pine discloses "fraud," but in a peripheral 
maimer as follows: "For reasons related to actuarial statistics related to fraud, standard 
merchants (entities wishing to sell goods and/or services) have historically been divided into 
essentially three categories by credit card processing financial institutions: retail store merchants, 
mail order merchants and telephone order merchants". Pine is otherwise silent as to fraud. 

If it is the Examiner's position that Pine stands for the principal that obtaining a power of 
attorney would be applicable to all transactions. Applicants respectfiilly submit that this is not 
supported or suggested by the teaching of Pine, and that this view is much broader than the 
disclosure of Pine. In Pine, the exemplary power of attorney (paragraphs [0064] - [0068]) 
relates at best to performing actions relating to credit card transactions related to a domain name, 
a hosting company and a website. Pine does not acknowledge the advantages brought to the 
field of check fraud protection by introducing a step of obtaining a power of attorney from the 
subscriber, as claimed by the present invention. Applicants do not see why one of ordinary skill 
in the art and without the benefit of hindsight reasoning, based on Pine, would know to inject 
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this step into Anderson. Both the Pine and Anderson references lack at least the critical link 
between check fraud and using a power of attorney to facilitate recovery to the consumer in a 
check fraud event for a defined series of checks. Applicants respectfully submit that Gallagher 
also does not cure this defect. 

For at least these reasons, Applicants submit that the cited references do not teach or 
reasonably suggest each limitation of the currently pending claims. Applicants request that the 
rejections be withdrawn. 
Conclusion 

It is believed that this reply places the above-identified patent application into condition 
for allowance. Early favorable consideration of this reply is earnestly solicited. If, in the opinion 
of the Examiner, an interview would expedite the prosecution of this application, the Examiner is 
invited to call the undersigned attorney at the number indicated below. Applicant respectfully 
requests that a timely Notice of Allowance be issued in this case. Please charge any additional 
required fee or credit any overpayment not otherwise paid or credited to our deposit account No. 



Nixon Peabody LLP 
P.O. Box 60610 
Palo Alto, CA 94306 
Tel. (650) 320-7700 
Fax (650) 320-7701 



50-3557. 



Respectfully submitted. 



Dated: May 2, 2012 
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